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DETAILED ACTION 
Claim Objections 

1. Claim 1 is objected to because of the following informalities: 
In line 7, "rhe" should be changed to "the". 
Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claim 6 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 6 recites the limitation "the printing" in line 2. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC §102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1, 2, 3, and 8 are rejected under 35 U.S.C. 102(b) as being unpatentable by 
Schumann et al. (WO 00/30963). 

With respect to claim 1, Schumann et al. teach a method of applying adhesive 
labels to products (abstract). Labels (202) are spaced out on a single web (201) where 
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the label contours (203) are defined in a web by lines of cutting and holding points 
(205). To remove the labels, the web is passed around a guide (204), causing labels to 
break off from their holding points to separate from the web and protrusion of the 
labels' leading edges out of the web (Figure 2). Furthermore, claim 1 discloses using an 
applicator of "the same function and operation as the conventional beak of conventional 
application machinery" (lines 5 and 6). Thus it is inherent that the adhesive surface of 
the labels contacts and adheres to the product, such that the relative movement causes 
the release of the labels from the web and the remainder material comprises only that of 
the single web (column 1, lines 4-8; column 3, lines 34~56). 

With respect to claim 2, Schumann et al. teach leading edges of labels to be 
sufficiently devoid of holding points (205) to ensure that it will reliably protrude from 
the web (201) when it passes around the guide (204) (column 4, lines 56-58; Figure 2). 

With respect to claims 3 and 8, Schumann et al. teach applying labels which self- 
adhesive (column 1, lines 54-56; column 6, lines 26-27). 

Claim Rejections - 35 USC §103 
6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 
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1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

7. Claims 5, 10, 11, and 12 rejected under 35 U.S.C. 103(a) as being unpatentable 
over Schumann et al. as applied to claims 1 and 2 above, and further in view of Jeffries 
(US 3,880,692). 

The teachings of claims 1 and 2 are as described above. 

Although Schumann et al. teach labels to have an adhesive surface (column 1, 
lines 54-56), there is no specific teaching of applying adhesive to labels on a single-layer 
web. However, Jeffries teach applying adhesive to a single layer-web of labels, in which 
the labels are further detached from the web (column 6, lines 6-52; Figures 5, 6, and 7). 
Thus, it would have been obvious to apply adhesive to labels before being detached from 
a web to prevent adhesive accumulation in the apparatus (abstract). 

8. Claims 4 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Schumann et al. as applied to claims 1 and 2 above, and further in view of West et al. 
(US 5,275,678) 

The teachings of claims 1 and 2 are as described above. 

Schumann et al. do not teach a water application station to wet adhesive on a 
label prior to application product containers. However, West et al. teach applying water 
via a water application means (17) to labels (15) with adhesive glue strips (20) prior to 
applying the labels onto containers (18) (column 5, lines 66 - column 6, line 5; Figures 1 
and 2). It would have been obvious to apply water onto an adhesive portion of the label 
as West et al. taught and would have been motivated to do so to prevent adhesive 
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accumulation in an apparatus and residue on a container's surface (column 4, lines 51- 
60). 

9. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Schumann 
et al. as applied to claim 1 above, and further in view of Osaka (US 6,030,482). 

The teachings of claim 1 are as described above. 

Schumann et al. do not teach providing labels with silicon applied to a first 
surface of a label to act as a release material. However, Osaka teaches it would have 
been obvious to one having ordinary skill in the art to apply a silicone release agent over 
printing on a label, in a case where the label web is rolled up and surfaces do not stick to 
each other (column 2, lines 33-38; column 10, lines 43-47). 

10. Claims 7, 13, 14, and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Schumann et al. in view Osaka. 

Schumann et al. teach self-adhesive labels on a web to be applied to products 
(abstract). Labels (202) are spaced out on a single web (201) where the label contours 
(203) are defined in a web by lines of cutting and holding points (205) (Figure 2). 

Schumann et al. do not teach providing labels with silicon applied to a first 
surface of a label to act as a release material. However, Osaka teaches it-would have 
been obvious to one having ordinary skill in the art to apply a silicone release agent over 
printing on a label, in a case where the label web is rolled up and surfaces do not stick to 
each other (column 2, lines 33-38; column 10, lines 43-47). 

"Even though product-by-process claims are limited by and defined by the 
process, determination of patentability is based on the product itself. The patentability 
of a product does not depend on its method of production. If the product in the product- 
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by-process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." In re 
Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985) 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sonya Mazumdar whpse telephone number is (571) 272- 
6019. The examiner can normally be reached on 8:00 AM - 4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiners 
supervisor, Christopher Fiorilla can be reached on (571) 272-1187. The fax phone 
number for the organization where this application or proceeding is assigned is 57i" 2 73- 
8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only; 
For more information about the PAIR system* see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Conclusion 
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